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Dear Mr. Ly, 

As discussed in our telephone conversation earlier this afternoon, please find attached a copy of our 
response to the April 9, 2003 office action in the above-referenced matter, together with supporting 
documents that had been filed therewith. As indicated by the Certificate of Deposit, the response 
was filed on June 30, 2003. I also attach a copy of the postcard acknowledging receipt of the 
documents that was date-stamped by the PTO on July 2, 2003. Please let me know if you would 
like me to forward to you a replacement copy for the CD-R disk that contained a copy of US 
60/207,456, the priority document for this application. 

Please contact me if you have any questions regarding this response. 

Sincerely yoursL 




This communication Is Intended only lortne use ot the addressee and may contain Information mat Is prtvilegad anc tonfioemiBL it you are not trte intended recipient, you are tercby 
notfifco ihai tne unauthorized aiswmtnartqn cf trie communication is strictly pronibiiBl If you nave received tills communication In error, please notlly us immediately oy telephone, if not 
completely received, please call back at Z\ 2.596.S300 as soon as possible. 
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Dectanitinn filed May 23, 2001; copy of AppScadon Daa Sheet filed May 23, 2001; copy 
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connrining copy of priority document, US 60/207,456 including specification, drawing 

Se<fllfl1jC<>_lj«tfnjr atmI tpn flflf) tlSSBS lajfejL, 




30, 2003 



in connection wtflh the abovb cash. 

COMMbsidntc For Patents 



Received from < +16506174090 > at 9«9/03 4:54:56 PW1 [Eastern Daylight TimeJ 



Sep-29-03 01 :36pm Fron-FISH & NEAVE 



+1650 6174090 T-962 P. 003 



Applicants 



Docket No. 
Confirmation No. 



PennetaL 



AfplicationNo. 09/S64J61 



Filed. 



Receipt is hereby acknowledged of the 



AEOMICA^X-I 
6802 



May 23. 2001 



9 " 2003 Office Actio* copy of Executed 

<™*^ capy of priority docr^^s^ CD* 
■eouencelfafinp n oy^^ 60/207 * 56 **k*ng ^eciffca^ drawings, 



Dated 



June 30, 2003 



IN CONNECTION WITH THE ABOVE CASE. 

Commissioned for Patents 
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REV, 9/01 

For Other Than A Small Entity- 



Docket No. AEOMICA-X-^ 



Applicants 
Application No. 
Filed 
For 

Group Art Unit 
Examiner 



Perm et al . 
09/864,761 
May 23, 2001 



Confirmation No. 



6802 



HUMAN GENOME - DERIVED SINGLE EXON NUCLEIC 
ACID PROBES USEFUL FOR GENE EXPRESSION 
ANALYSIS 

1631 

Cheyne Dune Ly 



Palo Alto, CA 94301 
June 30, 2003 



Mail Stop Non-Fee Amendment 
Hon. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



TRANSMITTAL LKTTRT? 



Sir: 



Transmitted herewith; 



[X] 
[X] 

[X] 

[X] 

[XJ 



[X] 



a Reply to April 9, 2 0 03 Office Action; 

a copy of Executed Declaration filed on May 

23, 2001; * 

a copy of Application Data Sheet filed on Mav 
23, 2001; y 

a copy of Filing Receipt for priority 
document, US GO/207,456, filed on May 26 
2000; y ' 

copies of three (3) acknowledgment postcards 
date-stamped by the PTO November 30, 2001 
August 23, 2002, and October 4, 2002 
confirming the PTO's receipt of Information 
Disclosure Statements filed in the 
application; 

CD-R containing a true and correct copy of 
priority document, US 60/207,456, as filed on 
May 26, 2000, including specification, 
drawings, sequence listing, and ten (10) 
tissue tables. 
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FEE FOR ADDITIONAL CLAIMS 

[X] A fee for additional claims is not required . 
[ ] A fee for additional claims is required. 

The additional fee has been calculated as shown below: 



CLAIMS HIGHEST 
REMAINING NUMBER 
AFTER PREVIOUSLY 
AMENDMENT PAID FOR 


PRESENT 
EXTRA 


RATE 


ADDITIONAL 
FEES 


TOTAL CLAIMS 15 


92 * 


0 


X $ 18 


= $ 


INDEPENDENT 
CLAIMS 1 


11 ** 


0 


X $ 84 


- $ 


FIRST PRESENTATION OF A 
MULTIPLE DEPENDENT CLAIM 




+ $280 


- $ 



* If less than 20, insert 20. TOTAL S 

** If less than 3, insert 3. 

[ ] A check in the amount of $ in payment of the filing 

fee is transmitted herewith, ^ 



[X] 



The Director is hereby authorized to charge payment of 
any additional filing f ees required under 37 CP R 
LlLiiU iU conne ^ion with the paper Cs) transmitted 
herewith, or credit any overpayment of same, to deposit 
Account No. 06-1075. A duplicate copy of this P 
transmittal letter is transmitted herewith. 

[ 1 ^™ S % Ch ? r ?! $ T7T-. t0 D *P° 8it Account No. 06-1075 in 

payment of the filing fee . A duplicate copy of this 
transmittal letter is transmitted herewith. 

EXTENSION P-Tgg 

[ 1 J?TJ°i l0Wiri ^ eX ^^i 0n 13 «PPHcable to the Response 
•Jf? h ?^ eWlth/ 1 1 $ 110 -00 extension fee for response 
within first month pursuant to 37 C.F.R. § ° i^aT 
I ] $410.00 extension fee for response wi h n second 
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month pursuant to 37 C.F.R. § 1.136(a); [. ] $930.00 
extension fee for response within third month pursuant to 
37 C.F.R. § 1.136(a); [ ] $1,450.00 extension fee for 
response within fourth month pursuant to 37 C.F.R. 
§ 1.136(a); $1,970.00 within fifth month pureuant'to 
37 C.F.R. § 1.136(a) , 

[ ] A check in the amount of [ ] $110,00; [ ] $410 00- 
[] $930.00; [ ] $1,450.00; [ ] $l f 970.00 inpayment 
of the extension fee is transmitted herewith. 

[X] The Director is hereby authorized to charge payment 
of any additional fees required under 37 C.F.R. § 
1-17 in connection with the paper (s) transmitted 
herewith, or to credit any overpayment of same, to 
Deposit Account No. 06-1075. A duplicate copy of 
this transmittal letter is transmitted herewith. 

[ ] Please charge the [ ] $110.00; [ ] $410.00; 

[ ] $930.00; [ ] $1,450.00; £ ] $1,970.00; extension 
fee to Deposit Account No. 06-1075. A duplicate 
copy of this transmittal letter is transmitted 
herewith. 




— — / — — — — 

Daniel M. Becker 

Registration No. 38,376 

Attorney for Applicants 




FISH & NEAVE 

1251 Avenue of the Americas 
New York, New York 10020-1105 
Tel.: (650) 617-4000 
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PATENTS 

Attorney Docket No. AEQMIGA-X-1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT APPLICATION 
Applicants ; Penn et al 

Application No. 
Filed 



For 

Group Art Unit 
Examiner 



09/864,761 
May 23, 2001 



Confirmation No. ! 6802 



HUMAN GENOME - DERIVED SINGLE EXON 
NUCLEIC ACID PROBES USEFUL FOR GENE 
EXPRESSION ANALYSIS 

1631 

Cheyne Dune Ly 



Mail Stop Non-Fee Amendment 
Commissioner for Patents 
P.O. BOX 1450 
Alexandria, VA 22313-1450 



Palo Alto, CA 94301 
June 30, 2003 



AMENDMENT AND RESPONSE UNDER 37 C.F.R. § 1.111 



Sir: 



In response to the Office Action mailed April 9, 
2003, Applicants submit the following amendments and remarks, 
Applicants also enclose herewith; 
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1) Copy of Declaration for instant application, 
filed on May 23, 2001. 

2) copy of Application Data Sheet for instant 
application, filed on May 23, 2001, 

3) Copy of Filing Receipt for priority document, US 
60/207456, filed on May 26, 2000. 

4) Copies of acknowledgement postcards, date-stamped 
by the PTO November 30, 2001, August 23, 2002, and October 4, 

2 002, confirming the PTO's receipt of Information Disclosure 
Statements with cited documents for the instant application. 

5) CD-R containing a true and correct copy of 
priority document, US 60/207456, as filed on May 26, 2000, 
including specification, drawings, sequence listing, and ten 
(10) tissue tables. 
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IN THE SPECIFICATION: 

The following amendments are made pursuant to 
* Amendment a In A Revised Format Now Permitted", 1267 off. Gaz. 
Pat. Office 106 (February 25, 2003). 

Please replace the title, beginning at page 1, line 1 
of the specification, with the following rewritten title: 

-- HUMAN CENOJffi DERIVED CINCI . ffi T3XQ1T NUCLEIC ACID 
rRODBO USEFUL FOR. GENE BXP - IHiCPION ANAL YD I -fl-METHODS FOR 
MANUFACTURING CUSTOMER -DESIGNED SINGLE EXON MICROARRAYS — 

Please replace the paragraph beginning at page 1, 
line 7, with the following rewritten paragraph: 

-- This application is a continuation-in-part of 
International Appl ication No. PCT/US01/00666, filed January 30, 
2001; is a conti nuation-in-part of International Application 
No. PCT/US01/OQ667, f iled January 30, 2001: j s a continuation- 
in-part of Inter national Application No. PCT/US01/Q0664, filed 
January 30, 2001; ia a continuation-in-part of International 
Application No. PCT /US01/00669, filed January 30, 2001; is a 
continuation-in-part of International Application No. 
PCT/US01/00665, filed Ja nuary 30. 2001; is a continuation-in- 
part of Internat ional Application No. PCT/US01/QQ668, filed 
January 30, 2001; is a cont inuation-in-part of international 
Applicati on No. PCT/U501/QQ663, filed January 30, 2001; is a 
continuation-in-p art of International Application No. 
PCT/US0l/0Q6g2, filed J anuary 30, 20Q1; j 8 a continuation-in- 
part of Interna tional Application No. PCT/usoi/oo66l , filed 

3 
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January 30, 2001; is? a continuation-in-part of International 
Applicat ion No. PCT/USQ1/QQ670, filed January 30, 2001; e3^m& 
priority under 3S U.O.C. g 365 (o) to international patent 
a pplication nop. rCT/UfiOl/OQGGS, PCT/UGQ1/QQGG7, 
P CT/USOl/OOGGl, rCT/UCQl/QQCGg, PCT/UD01/0QCGS, DCT/UG01/00G60, 
PCT/USQ1/00GG3, PCT/UCQ1/0QGG2 , PCT/UCOl/QQGGl, PCT/UG01/OOG70, 
all filed January 30 # 3001, - c laims the benefit of p riority 
under 3D U.O.C. B IIP (o) to provioional applicationo for United 
Statca Patent nnrial nnn ffi/mn tii fjlrrf Febru a ry 1, 2000, 
U.S. Provisional Application No. 60/207,456. filed May 26, 
2000, U.S. Provisional Application No. 60/234.687. filed 
September 21, 2000, and U.S. Provisional Application No. 
60/236, 3S9, filed September 27, 2000; claims priority under 35 
U.S.C. § 119(a) to GB 24263.6, filed October 4, 2000; is a 
continuation-in- part of U.S. Application No. 09/608.408, filed 
June 30, 2000; is a continuation-in-part of U.S. Application 
No. 09/632,366, filed August 3, 2000, which claims the benefit 
of U.S. Provision al Application No. 60/180,312, filed February 
4, 2000, and U.S . Provisional Application No. 60/207,456. filed 
May 26, 2000; and is a continuation-in-part of U.S. Application 
No. 09/77 4,203, filed January 29, 2001. which is a 
continuation-in-par t of U.S. Application No. 09/608,408, filed 
June 30, 2000, is a continuation-in-part of U.S. Application 
No. 09/632,366, file d August 3. 2000, claima the benefit of 
U.S. Provisional A pplication No. 60/180,312, filed February 4. 
2000, U.S. Provisio nal Application No. 60/207,456, filed May 
26, 2000, u.s. Pr ovisional Application No. 60/234. 68 7, filed 
September 21, 2000, and U.S. Provisional Application No. 
60/236,359, filed September 27, 2000, and claima priority under 
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35 U.S,C. § 119(a) to GB 24263, 6, filed October 4, 2000 - and^n 
a continuation in part of United fitatoa - patent application 
aerial nop. 09/60 8 ,108, filed Juno 30, 2000, 03/632, 3GGj filug 
Auguot 3, 2000, and OP/771,203, filed Jan u ar y 2P, 2001 , the 
disclosures of which are incorporated herein by reference in 
their entireties. 



Please replace the paragraph beginning at page 91, 
line 32, with the following rewritten paragraph: 

--Identification can be effected by comparing the 
genomic sequence returned by query 20 with public or private 
databases containing known repetitive sequence, vector 
sequence, artificial sequence, and other art if actual sequence* 
Such comparison can readily be done using programs well known 
in the art, such as CROSS_M&TCH or REPEATMASKER, the latter 
available on-line at the University of Washington Genome Center 
web site http: //ftp- genome .waahingt on ■ Gdu/myncpcatMao3ccr.html , 
or . by proprietary sequence comparison programs the engineering 
of which is well within the skill in the art.-- 



Please replace the paragraph beginning at page 159, 
line 11, with the following rewritten paragraph: 

--For purposes herein, percent identity of two 
nucleic acid sequences is determined using the procedure of 
Tatiana et al., "Blast 2 sequences - a new tool for comparing 
protein and nucleotide sequences », FEMS Microbiol Lett. 
174:247-250 (1999), which procedure is effectuated by the 
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computer program BLAST 2 SEQUENCES, available online at the 
National Center for Biotechnology Information (NCBI) website. 

http://wwwvncbi r viArih r nj:h%gov/blapt/blapoq/bl3 .html . 
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IN THE CLAIMS: 

This listing of claims will replace all prior 
versions, and listings, of claims in the application, pursuant 
to "Amendments In A Revised Format Now Permitted", 1267 Off* 
Gaz. Pat- Office 106 (February 25, 2003). 

Listing of Claims: 

1 - 109. (canceled) 

110. (currently amended) A method of manufacturing 
a microarray that has single exon probes that share at least 
one customer-identified attribute in common, comprising: 

receiving data from a customer that identify at least 
one dtefli - red common probe attribute; 

identifying within a database a plurality of single 
exon probes having the customer- dcnircd identified p robe 
attribute; and then 

addressably disposing said identified probes on a 
support substrate capable of functioning in microarray 
hybridization experiments, 

wherein at least 50% of the probes addressably 
disposed on said microarray are single exon probes that include 
a fragment of no more than one exon of a eukaryotic genome, 
said fragment selectively hybridizable at high stringency to an 
expressed gene, wherein said plurality of nucleic acid probes 
averages at least 100 bp in length, and wherein said eukaryotic 
genome averages at least one intron per gene. 
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111. (previously added) The method of claim 110, 
wherein at least 95% of the nucleic acid probes addressably 
disposed on said microarray include a selectively hybridizable 
portion of no more than one exon of said eukaryotic genome* 

112. (previously added) The method of claim llo, 
wherein at least 50% of the single exon nucleic acid probes 
addressably disposed on said microarray further comprise, 
contiguous to a first end of said fragment, a first intronic 
and/or intergenic sequence that is identically contiguous to 
said fragment in the genome. 

113. (previously added) The method of claim 110 , 
wherein at least 95% of said single exon nucleic acid probes 
addressably disposed on said microarray further comprise, 
contiguous to a first end of said fragment, a first intronic 
and/or intergenic sequence that is identically contiguous to 
said fragment in the genome. 

114. (previously added) The method of claim no, 
wherein at least 50% of said single exon nucleic acid probes 
addressably disposed said microarray further comprise, (i) 
contiguous to a first end of said fragment, a first intronic 
and/or intergenic sequence that is identically contiguous to 
said fragment in the human genome, and (ii) contiguous to a 
second end of said fragment, a second intronic and/or 
intergenic sequence that is identically contiguous to said 
fragment in the human genome. 

8 
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115. (previously added) The method of claim 110/ 
wherein at least 95% of said single exon nucleic acid probes 
addressably disposed said microarray further comprise, (i) 
contiguous to a first end of said fragment, a first intronic 
and/or intergenic sequence that is identically contiguous to 
said fragment in the human genome, and (ii) contiguous to a 
second end of said fragment, a second intronic and/or 
intergenic sequence that is identically contiguous to said 
fragment in the human genome - 

116. (previously added) The method of claim 110, 
wherein at least 50% of said single exon nucleic acid probes 
addressably disposed said microarray lack prokaryotic and 
bacteriophage vector sequence. 

117. (previously added) The method of claim 110, 
wherein at least 95% of said single exon nucleic acid probes 
addressably disposed said microarray lack prokaryotic and 
bacteriophage vector sequence. 

118 - 119. (withdrawn) 

120. (previously added) The method of claim 110, 
wherein said eukaryotic genome averages at least two introns 
per gene. 

121. (previously added) The method of claim 110, 
wherein said eukaryotic genome averages at least three introns 
per gene. 

9 
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122. (previously added) The method of claim 110 , 
wherein said eukaryotic genome averages at least five introns 
per gene. 

123. (previously added) The method of claim 110, 
wherein said genome is a human genome. 

124. (previously added) The method of claim 110, 
wherein said steps of receiving customer data and identifying 
within a database are performed by a digital computer. 

125. (currently amended) The method of claim 124, 
wherein each of said addressably disposed single axon probes 
comprises a nucleotide sequence selected from the group 
consisting of exon SEQ ID NOs : set forth in Tables 4, 5, 6, 7, 
8, 9, 10, 11, 12, and 13, and the complete c omplements thereof, 
and each of said single exon probes hybridizes under high 
stringency conditions to a nucleic acid molecule expressed in 
human cells or tissues. 

126. (previously added) The method of claim 125, 
wherein each of said addressably disposed single exon probes 
comprises a nucleotide sequence selected from the group 
consisting of exon SEQ ID NOs: set forth in Table 5. 

127 - 130. (withdrawn) 



10 



Received from < +1 65061 74090 > at 9/29103 4:54:56 PM [Eastern Daylight Time] 



Sep-29-03 01:40pm From-FISH & NEAVE +1650 6174090 T-962 P. 017/046 F-089 



REMARKS 

Statua of the claims 

Claims 59-130 are pending. 

Claims 59 - 109, 118, 119, and 127 - 130 have been 
withdrawn from consideration. 

Claims 110 - 117 and 120 - 126 stand rejected, and 
claims 59-13 0 are subject to restriction and/or election 
requirement - 

Applicants herein cancel claims 59 - 109 to non- 
elected restriction groups without prejudice to applicants' 
prosecuting these claims or claims of similar scope in one or 
more continuation or divisional applications. 

Priority 

According to the Examiner, priority document, US 
60/207,456, filed on May 26, 2 000, has been marked lost by the 
US Patent and Trademark Office ("PTO") . 1 Pursuant to the 
Examiner's request, applicants provide herewith a copy of the 
Piling Receipt for priority document US 60/207,456, documenting 
the filing of this application in the PTO on May 26, 2000. 
Applicants also provide, as a courtesy to the Examiner, an 
electronic copy of US 60/207,456, as filed, on CD-R, which 
would otherwise occupy over 1200 pages of printed text. 



Applicants note that this document is also a priority 
document for several PCT International Applications and is one 
of several such documents that have recently been transmitted 
to the International Bureau of WIPO. It ib therefore possible 
that the missing document is currently in the PCT Division of 
the pto. 
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The Examiner notes that in order to obtain priority 
under 35 U.S.C. 119(e) or 120 based upon a previously filed 
application, specific reference to the earlier filed 
application must be made in the instant application. The 
Examiner further notes that for the benefit of priority under 
35 U.S.C- 120, 121 or 365(c), the reference must include the 
relationship (i.e., continuation, divisional, or continuation- 
in-part) of the applications. This information should appear 
as the first sentence of the specification following the title, 
preferably as a separate paragraph unless it appears in an 
application data sheet. 

Applicants respectfully submit that claims for 
priority were properly included in the instant application, as 
filed. 

The first sentence of the application recited a 
complete list of the priority documents. In addition, the 
Declaration (see enclosed copy) , filed as part of the instant 
application on May 23, 2001, provided the status of the prior 
U.S. applications, and the prior FCT applications designating 
the U.S. to which priority was claimed. Finally, the 
Application Data Sheet (see enclosed copy) , filed as part of 
the instant application on May 23, 2001, contained the above 
information, as well as the relationships between the instant 
application and the prior- filed copending nonprovisional 
applications and international applications designating the 
United States. 

All of the necessary information was thus submitted 
during the pendency of the application and within the later of 
four months from the actual filing date of the application or 
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sixteen months from the filing date of the prior application as 
required by 37 C.F.R. S 1.78(a) (2) (ii) and (a) (5) (ii) for a 
utility application filed under 35 U.S.C. 111(a) on or after 
November 29, 2000. 

However, in order to simplify the entry of the 
benefit claims into the ptO'b computer database, applicants 
have amended the first sentence of the specification to include 
all of the information contained in the Declaration and 
Application Data Sheet as filed in a form compliant with the 
PTO's notice dated 26 February 2003 ("Claiming the Benefit of a 
Prior-Filed Application under 35 U.S,C. §§ 119(e), 120, 121, 
and 365(c)". 

IDS 

The Examiner indicates that the instant application 
file lacks the documents listed on the Information Disclosure 
Statements, paper no. 5, entered December 3, 2001, paper no. 7, 
entered August 23, 2002, and paper no. 9, entered October 4, 
2002. Applicants enclose herewith copies of acknowledgement 
postcards, date -stamped by the PTO November 30, 2001, August 
23, 2002, and October 4, 2002, respectively, indicating that 
copies of the listed documents were indeed received by the PTO 
for the instant application. As a courtesy, Applicants will 
hand-deliver replacement copies of these documents to the 
Examiner. Applicants respectfully request that the Examiner 
acknowledge consideration of the cited references prior to 
allowance of any claims by return of initialed copies of the 
accompanying Form PTO- 1449s. 
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OBJECTIONS 

The Examiner objects to the presence of an embedded 
hyperlink and/or other form of browser-executable code in the 
disclosure. References to hyperlinks in the specification have 
been amended to provide instead a description of the 
organization hosting the relevant web sites . 

The Examiner objects that the title of the invention 
is not descriptive. The title has been amended to make it 
descriptive of the invention as presently claimed. 

REJECTIONS 

35 U.S.C* § 112,11 2 

The Examiner has rejected claims 110-117 and 120-126 
under 35 U.S. C- § 112, If 2 for being vague and indefinite with 
respect to the term w desired" . Applicants have amended claim 
110 to remove this term and respectfully request that this 
rejection be withdraw* 

The Examiner has rejected claim 125 and its dependent 
claim 126 under 35 U.S.C. § 112 2 for being vague and 
indefinite with respect to the phrase w the complements 
thereof" . Applicants submit that the amendment of claim 125 to 
read w the complete complements thereof" overcomes this 
rejection and respectfully request that the claim rejection be 
withdrawn . 

35 U.S.C. § 101 

The Examiner has rejected claims 110-117 and 120-126 
under 35 U.S.C. § 101 for lack of patentable utility. 
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The claims are drawn to methods for manufacturing a 
microarray that has single exon probes that share at least one 
customer-identified attribute. Because applicants do not 
understand the Examiner to mean that methods of manufacturing 
demonstrably useful products — nucleic acid microarrays — lack 
utility, applicants believe that the rejection is not addressed 
to the invention as presently claimed, and thus respectfully 
request that it be withdrawn. 

35 U-S.C, § 112 , f 1 Enablement 

The Examiner has rejected claims 110-117 and 120-126 
under 35 U.S^C § 112 fl 1 for lack of enablement, based on the 
corresponding rejection of these claims under 35 U.S.C. § 101 
for lack of utility. 2 Because the § 101 rejection is in error 
for the reasons advanced above, applicants respectfully request 
that the rejection for lack of enablement be withdrawn. 

35 U.S>C> g 112 , f 1 Written Description 

The Examiner has rejected claims 110-117 and 120-126 
under 35 U.S.C, § 112 f 1 for lack of written description- The 
Examiner argues that the specification provides insufficient 
written description to support the genus encompassed by at 

2 The Examiner quotes from the background section of the 
disclosure that "identif ication of functional genes from 
genomic data remains, however, an imperfect art" and argues 
that one skilled in the art would not know how to predictably 
use the claimed invention without undue experimentation. As 
applicants noted with respect to the § 101 rejection, this 
argument does not appear to be addressed to the invention as 
presently claimed. 
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least claims 125 and 126 and that, except for the elected 
species (SEQ ID NO; 17240) , the skilled artisan cannot envision 
the detailed chemical structure of the encompassed 
polynucleotides . 

The pending claims are drawn to methods of 
manufacturing a microarray. The claims require, among other 
things, that n at least 50% of the probes addressably disposed 
on eaid microarray are single exon probes that include a 
fragment *~ selectively hybridizable at high stringency to an 
expressed gene*. In claim 125, as amended, each of the 
addressably disposed probes must comprise *a nucleotide 
sequence selected from the group consisting of exon SEQ ID NO:s 
set forth in Tables 4, 5, 6, 7, 8, 9, 10, 11, 12, and 13 and 
the complete complements thereof", and further that each of the 
probes ^hybridizes under high stringency conditions to a 
nucleic acid molecule expressed in human cells or tissues" . 

Applicants submit that the specification of the 
instant application sufficiently describes the claimed 
invention- As noted recently by the Federal Circuit, n the 
written description requirement can be met by *show[ing] that 
an invention is complete by disclosure of sufficiently 
detailed, relevant identifying characteristics - i.e., complete 
or partial structure, other physical and/or chemical 
properties, functional characteristics when coupled with a 
known or disclosed correlation between function and structure, 
or some combination of such characteristics. ' " Bnzo Biochem, 
Inc. v. Gen-ProJbe Inc., 296 F.3d 1316, 1324 (Fed. Cir. 2002) 
(quoting Guidelines for Examination of Patent Applications 
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Under the 35 U.S.C. 112, 1 1 Written Description" Requirement, 
66 Fed. Reg. 1099 (Jan. 5, 2001))- 

Complete structures are provided in the instant 
specification for all of the nucleotide sequences set forth in 
Tables 4-13, and one of skill in the art could readily 
determine structures for *the complete complements thereof " . 
Moreover, the specification provides on p. 78 an explicit 
definition of the term "high stringency conditions' 7 for 
purposes of solution phase and microarray-based hybridizations. 
Example 9 of the training materials accompanying the PTO's 
Revised Interim Written Description Guidelines describes a 
situation in which the claim language required high stringency 
hybridization. According to the analysis for that example, "a 
person of skill in the art would not expect substantial 
variation among species encompassed within the scope of the 
claims because the highly stringent hybridization conditions 
set forth in the claim yield structurally similar DMAs. Thus, 
a representative number of species is disclosed, since highly 
stringent hybridization conditions in combination with the 
coding function of DNA and the level of skill and knowledge in 
the art are adequate to determine that applicant was in 
possession of the claimed invention." 

Applicants submit that, as was the case in Example 9 
of the training materials, the instant specification provides 
disclosure adequate to support the claimed invention. They 
therefore respectfully request withdrawal of the rejection for 
lack of written description. 
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CONCIiUSION 

Applicants respectfully submit that claims 110 - 117 
and 120 - 12 6, all of the claims now pending / are free of 
rejection or objection. Applicants thus respectfully submit 
that the claims are in good and proper form for allowance, and 
respectfully request the same. 

If the Examiner believes that any issues remain 
outstanding, Applicants respectfully request that the Examiner 
call the undersigned for a telephonic interview. 



t bmfay tetlfy thrt tfalt 
Caxx t yopd w is bftlflf 
Dfwtfd with tte 0.1. 
PomtmX Inrici mm Vim 
Ornm* mil in u tmu** 
^ j BOg, 




223U-14S0 one 

^rsr 




7*£ 



Danj 

"Reg. No. 38,376 
Attorney for Applicants 

FISH & NEAVE 

Customer No, 1473 

1251 Avenue of the Americas 

New York, New York 10020-1105 

Tel,: (650) 617-4000 

Fax: (212) 596-9090 



Enclosures 

1) Copy of Declaration for instant application, 
filed on May 23, 2001. 

2) Copy of Application Data Sheet for instant 
application, filed on May 23, 2001. 

3) Copy of Filing Receipt for priority document, US 
60/207456, filed on May 26, 2000. 

4) Copies of acknowledgement postcards, date -stamped 
by the PTO November 30, 2001, August 23, 2002, and October 4, 
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2002, confirming the filing and receipt of Information 
Disclosure Statements with cited documents for the instant 
application. 

5) CD-R containing an electronic copy of priority 
document, US 60/207456, as filed on May 26, 2000. 
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AEGMICA X 1 



DECLARATION AND POWER OF ATTORNEY 
FOR PATENT APPLICATION 



As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as 
stated below next to my name; 

I believe I am the original, first and sole inventor (if only 
one name is listed below) or an original, first and joint 
inventor (if plural names are listed below) of the subject 
matter which is claimed and for which a patent is sought on 
the invention entitled: 

HUMAN GENOME- DERIVE D SINGLE EXON NUCLEIC ACID PROBES USEFUL 
FOR GENE EXPRESSION ANALYSIS 



the specification of which 



(check [X] is attached hereto 
one) 

[] was filed on as 

Application Serial No. and 

was amended on „ 

(if applicable) 



I hereby state that I have reviewed and understand the 
contents of the above-identif ied • specification, including 
the claims, as amended by any amendment referred to above. 

I do not know and do not believe that the invention was ever 
patented or described in any printed publication in any 
country before my or our invention thereof or more than one 
year prior to this application. 

I do not know and do not believe that the invention was in 
public use or on sale in the United States of America more 
than one year prior to this application. 

I acknowledge the duty to disclose to the United States 
Patent and Trademark Office all information known by me to 
be material to patentability as defined in Title 37, Code of 
Federal Regulations, § 1.56. 
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I hereby claim the benefit under 35 TJ.S.C. § 120 of any 
United States application (s) listed below, and hereby claim 
the benefit under 35 U.S.C. § 365(c) of any PCT 
international application (s) listed below which designated 
the United States of America, and, insofar as the subject 
matter of each of the claims of this application is not 
disclosed in the prior United States application or PCT 
application designating the United States in the manner 
provided by the first paragraph of Title 35, United States 
Code, S 112, I acknowledge the duty to disclose to the 
United States Patent and Trademark Office all information 
known by me to be material to patentability as defined in 
Title 37, Code of Federal Regulations, § 1-56 which became 
available between the filing date of the prior application 
and the national or PCT international filing date of this 
application: 

Prior U.S. Application (s) 



09/774,203 
(Application 


Serial 


January zy, ^uux 
No- ) (Filing Date) 


penqu-na 
( Status ) (patented, 
pending, abandoned) 


09/632.366 




Alienist 3, 2000 


t>endincr 


(Application 


Serial 


No. ) (Filing Date) 


(Status) (patented, 
pending, abandoned) 


09/608,408 




June 30. 2000 


-oendincr 



(Application Serial No.) (Filing Date) (Status) (patented, 

pending, abandoned) 



prior PCT Application (s) Designating the U.S» 







Pendina 


PCT/US01/00666 PCT 


30 Januarv 2001 


[X] 


I 3 


(Number) (Country) 


(Day/Month/Year Filed) 


Yes 


NO 


PCT/US01/00667 PCT 


30 Januarv 2001 


[X] 


[ 1 


(Number) (Country) 


(Day/Month/Year Filed) 


Yes 


No 


PCT/US01/00664 PCT 


30 Januarv 2001 


[X] 


[ 1 


(Number) (Country) 


(Day/Month/ Y«ar Filed) 


Yes 


No 


PCT/US01/00669 PCT 


30 Januarv 2001 


IX] 


[ 1 


(Number) (Country) 


(Day/Month/ Year Filed) 


Yes 


No 


PCT/US01/00665 PCT 


30 Januarv 2001 


[X] 


[ 1 


(Number) (Country) 


(Day/Month/Ycar Filed) 


Yes 


No 
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9 _ 


' ' 






pnT/usoi/cjoooy fui _ 


"if) jpnuarv 2001 


IX] 


[ ) 


(Number) (Country) 


(Day /Month/Year Filed) 


Yes 


No 


vt^m n i / r\ c\ c £. ly 

^CT/USOl/ OUbb J FL1 


■^0 Januarv 2O01 


[X] 


[ ] 


(Number) (Country) 


(Day/Month/Year Filed) 


Yes 


No 


PCT/USOl/ UU obz IrL-i 


30 Januarv 2001 


[X] 


[ ] 


(Number) (Country) 


(Day /Month/ Year Filed) 


Yes 


NO 


PCT/USO1/00661 PCT 


JannarV 2001 


[X] 


[ ] 


(Number) (Country) 


(Day /Month/ Year Filed) 


Yes 


NO 


PCT/USOl/00670 PCT 


30 Januarv 2001 


[X] 


[ 1 


(Number) (Country) 


(Day /Month/ Year Filed) 


Yes 


NO 



I hereby claim priority benefits under Title 35, United 
States Code, § 119(a) of any foreign application (s) for 
patent or inventor's certificate listed below and have also 
identified below any foreign application for patent or 
inventory certificate, if any, having a filing date before 
that of the application on which priority is claimed, and/ 
insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior foreign 
application for patent in the manner provided by the first 
paragraph of Title 35, United States Code, § 112, I 
acknowledge the duty to disclose to the United States Patent 
and Trademark Office all information known by me to be 
material to patentability as defined in Title 37 , Code of 
Federal Regulations, § 1.56 which became available between 
the filing date of the prior application and the national or 
PCT international filing date of this application: : 

Prior Foreign Application (s) 

Priority 
Claimed 



0024263.6 GB 04 October 2 000 [X] [ ] 

(Number) (Country) (Day/Month/Year Filed) Yes No 



I hereby claim priority benefits under Title 35, United 
States Code, § 119(e) of any provisional applications for 
United States patent listed below and, insofar as the 
subject matter of each of the claims of this application is 
not disclosed in the prior provisional application in the 
manner provided by the first paragraph of Title 35, United 
States Code, § 112, I acknowledge the duty to disclose to 
the United States Patent and Trademark Office all 
information known by me to be material to patentability as 
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defined in Title 37, Code of Federal Regulations, § 1.56 
which became available between the filing date of the prior 
application and the national or PCT international filing 
date of this application: 



Prior Provisional Application (s) 



Priority 
Claimed 



fin/1 80, 312 
(Number) 

60/207,456 
(Number) 

60/234,687 
(Number) 



US 



04 February 2000 



(Country) (Day /Month/ Year Filed) 



US. 



26 Mav 2000 



(Country) (Day /Month/Year Filed) 



-SSL 



(Country) 



21 September 2000 
(Day/Month/ Year Filed) 



[X] 
Yes 

[X] 
Yes 

[X] 
Yes 



[ 1 

No 

[ ] 
No 

[ ] 
No 



60/236,359 
(Number) 



US 



27 September 2000 



(Country) (Day /Month/Year Filed) 



[X] 
Yes 



[ ] 
No 



As a named inventor, I hereby appoint the following 
attorneys or agents to prosecute this application and 
transact all business in the United States Patent and 
Trademark Office connected therewith: 

Daniel M, Becker (Reg, No. 38,376) 

Nicola A. Pisano (Reg. No. 34,408) 

Linda E. Rost (Reg. 46,234) 

Send correspondence to: Daniel M > Becker 



Direct telephone calls to: 



FISH & NEAVE 

Customer No. 1473 

1251 Avenue of the Americas 

New York, New York 10020-1104 

Daniel M. Becker 

(650) 617-4000 



I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on 
information and belief are believed to be true; and further 
that these statements were made with the knowledge that 
willful false statements and the like so made are punishable 
by fine or imprisonment/ or both, tinder Section 1001 of 
Title 18 of the United States Code and that such willful 
false statements may jeopardize the validity of the 
application or any patent iccuod tkoroon. 
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Full name of first inventor Sharron Gaynor Penn 
First Inventor's signature , 



Date 

Bp.drfftnr.e 617 South Delawar p Street, San Mateo, CA 94402 

Citizenship United Kingdom 

Post Office Address 617 South Delaware Street 

San Mateo . California 94402 



Full name of second inventor David Rusaell Rank 



Second Inventor 1 s signature 



Residence 117 El Dorado Commons, Fremont, CA 94539 
Citizenship United States of America 



Post Office Address 117 El Dorado Commons , 

Fremont, California 94539 



Full name of third inventor Wenshencr Chen 
Third Inventor's signature 



Date 



Date 

Res idence 210 Easy Street, _#25, Mountain View, CA 94043 

Citizenship P, R. China _ 

Post Office Address 210 Easy Street, #25 

Mountain View, California 94043 
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Full name of fourth inventor . David Kagen Han z el. 



Fourth Inventor's signature . Bate" 

Res T-oma Ver d ~ &™tmc. Palo Alto, CA 94303 

Citizenship United States of America 

Post Office Address 988 Loma Varde Avenue 



Pain Alto r California 94303 



Receivedfrom < +16506174090 > at 9/29/034:54:58 PM [Eastern Daylight Time] 



6 



Sep-29-03 01 :45pm From-F I SH I NEAVE +1650 6174090 T-962 P. 033/046 F-089 



Received from < +16506174090 > at 9/29103 4:54:56 PM (Eastern Daylight Time] 



Sep-29-03 01 :45pm From-FISH & NEAVE +1650 6174090 T-962 P. 034/046 F-039 

INVENTOR INFC^VTION 

- f 

Inventor One Given Name:: Sharron G 
Family Name: : Penn 

Postal Address Line One:: 617 South Delaware Street 

City: ; San Mateo 

State or Province:: California 

Country : : US 

Postal or Zip Code:: 94402 

City of Residence:: San Mateo 

State or Province of Residence:: California 

Country of Residence:: US 

Citizenship Country:: United Kingdom 

Inventor Two Given Name:: David R 

Family Name: : Rank 

Postal Address Line One:: 117 El Dorado Coiamons 
City: : Fremont 

State or Province:: California 
Country : : US 

Postal or Zip Code:: 94539 
City of Residence:: Fremont 

State or Province of Residence:: California 

Country of Residence: : US 

Citizenship Country:: US 

Inventor Three Given Name: : Wensheng 

Family Name:: Chen 

Postal Address Line One:: 210 Easy Street, #25 

City:: Mountain View 

State or Province:: California 

Country: : US 

Postal or Zip Code:: 94043 

City of Residence : : Mountain View 

State or Province of Residence:: California 

Country of Residence:: US 

Citizenship Country:: F-R- China 

Inventor Four Given Name : : David K 

Family Name:: Hanzel 

Postal Address Line One:: 988 Loma Verde Avenue 

city: : Palo Alto 

State or Province:: California 

Country: : US 

Postal or Zip Code: : 94303 

City of Residence:: Palo Alto 

State or Province of Residence:: California 

Country of Residence:: US 

Citizenship Country: : US 



CORRESPONDENCE INFORMATION 
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Correspondenc^Cus^mer Nuniber:; 1473 9 ^ 
Fax One:: 212.596.9090 

APPLICATION INFORMATION 

n.-«-i. -m™ One-- HUMAN GENOME-DERIVED SINGLE EXON NUCLEIC 
SSI Unl tt\\ P^BES USEFUL FOR GENE EXPRESSION 

Title Line Three:: ANALYSIS 
Total Drawing Sheets : : 10 
Formal Drawings?:: Yes 
Application Type : : Utility 
Docket Number:: AECMICA_X_1 
Secrecy Order in Parent Appl.?"- : No 

REPRESENTATIVE INFORMATION 

Representative Customer Number:: 1473 
Registration Number One:: 38376 
Registration Number Two:: 34408 
Registration Number Three:: 46234 * 

CONTINUITY INFORMATION 

This application is a:: ~ ™?Y; ° F PROVISIONAL 

> application One:: 60/180312 
Filing Date:: 02-04-2000 

This application is a:: NON PROV OF PROVISIONAL 

> Application Two:: 60/207456 
Filing Date:: 05-26-2000 

This application is a: : NON PROV. OF PROVISIONAL 

> Application Three: : 60/234 687 
Filing Date:: 09-21-2000 

This application is a;: NON PROV. OF PROVISIONAL 

> Application Four:: 60/236359 
Filing Date:: 09-27-2000 

This application is a: : CONTINUATION IN PART OF 

> Application Five:: 09/774203 
Filing Date:: 01-29-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Six:: 09/632366 
Filing Date:: 08-03-2000 

This application is a:: CONTINUATION IN PART OF 

> Application Seven:: 09/608408 
Filing Date:: 06-30-2000 
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This application "l's a:: CONTINUATION IN ""FART OF 

> Application Eight:: FCT/US01/00666 
Filing Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Nine: : PCT/US01/00667 
Piling Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Ten: : FCT/US01/O0664 
Filing Date;: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Eleven:: PCT/US01/00669 
Filing Date: : 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Twelve:: PCT/US01/00665 
Filing Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Thirteen:: PCT/US01/00668 
Filing Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Fourteen:: PCT/US01/00663 
Filing Date:: 01-30-2001 

This application is a: : CONTINUATION IN PART OF 

> Application Fifteen:: PCT/US01/00662 
Filing Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Sixteen:: PCT/US01/00661 
Filing Date:: 01-30-2001 

This application is a:: CONTINUATION IN PART OF 

> Application Seventeen: : PCT/US01/0067O 
Filing Date:: 01-30-2001 



PRIOR FOREIGN APPLICATIONS 

Foreign Application One:: 00242636 
Filing Date:: 10-04-2000 
Country:: GB 
Priority Claimed: : Yes 

Source:: PrintEFS Version 1.0.1 
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Untited States Rctsnt and Trademark Office 



CC3MMIsaONCR FOR BOEWTS 

United States Pkzkt and trademark Office 

| APPUCftTJON NUMBER | RUNG DATE ) GRP ART UNIT [ HLFEERECD |ATTY.DOCKET,NO| DRAWINGS | TOT CLAIMS } INDCUUMS \ 

60/207,456 05/26/2000 150 MDhMORF- 1Q 



1473 

FISH & NEAVE 

1251 AVENUE OF THE AMERICAS 
50TH FLOOR 

NEW YORK, NY 10020-1105 



CONFIRMATION NO. 7880 
FILING RECEIPT 

lllIllieBlBBlMBOIilllOIll 

"00000000006016021- 



Date Mailed: 04/27/2001 



Receipt is acknowledged of this provisional Patent Application. It wilt not be examined for patentability and 
will become abandoned not later than twelve months after its filing date. Be sure to provide the U S 
APPLICATION NUMBER, FILING DATE. NAME OF APPLICANT, and TITLE OF INVENTION when inquiring 
about this application. Fees transmitted by check or draft are subject to collection. Please verify the accuracy 
of the data presented on this receipt If an error is noted on this Filing Receipt, please write to the Office 
of Initial Patent Examination's Customer Service Center. Please provide a copy of this Filing Receipt 
with the changes noted thereon. If you received a "Notice to File Missing Parts" for this application, 
please submit any corrections to this Filing Receipt with your reply to the Notice. When the U3PTO 
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